DOCKET NO.: 246668US2RD 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



IN RE APPLICATION OF: 
Takashi KAWAKUBO 

SERIAL NO: 10/736,830 GROUP: 2834 

FILED: December 17, 2003 EXAMINER: BUDD, M. O. 

ALLOWED: July 10, 2007 

FOR: BULK ACOUSTIC WAVE DEVICE AND METHOD OF MANUFACTURING 

THE SAME 



LETTER 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

Submitted herewith is a Japanese Office Action with English translation to be placed in 
the PTO file. Citations 1-5 refer to the previous Japanese Office Action dated February 27, 2007. 
The February 27, 2007, Office Action and the references cited therein were previously filed in an 
EDS on April 2, 2007. 



Respectfully Submitted, 



Customer Number 

22850 

Tel. (703)413-3000 
Fax. (703)413-2220 
(OSMMN 03/06) 



OBLON, SPIVAK, McCLELLAND, 
MAIER & NEUSTADT, P.C. 




Zachary S. Stern 
Registration No. 54,719 



(Translation of Official Action) 
DECISION OF REJECTION 



Mailed: August 7, 2007 



Indication of Case: Japanese Patent Application No. 4027 14/2003 
Drafting Date: August 2, 2007 

Title of Invention: THIN-FILM PIEZOELECTRIC RESONATOR AND METHOD 

OF MANUFACTURING THE SAME 
Patent Applicant: TOSHIBA CORPORATION 

The present application should be rejected for the reason described in the Notification of 
Reason for Rejection dated February 22, 2007. 

In addition, no ground for overturning the reason for rejection can be found upon 
inspection of the contents of the Amendment and the Amendment of Proceedings. 

Remarks 

(1) Claims 1 and 2 

Citation 1 (particularly refer to Fig. 1) describes a piezoelectric thin-film resonator 
having a cavity on a flat substrate 1. 

Further, the technique for using a through hole when forming the cavity of the 
piezoelectric thin-film resonator is a publicly known technique (hereinafter referred to 
as Known Technique 1 ; refer to, for example, Citations 2 and 3). 

Furthermore, the technique for using a cavity forming film and a sealing film in sealing 
the piezoelectric resonator is also a publicly known technique (hereinafter referred to 
Known Technique 2; refer to, for example, Citations 4 and 5). 

Therefore the application of Known Technique 1 for forming a cavity and the suitable 
application of Known Technique 2 for sealing to the piezoelectric thin-film resonator 
described in Citation 1 could have been easily contrived by those skilled in the art. 
Further it is clear from Citations 2 to 5 that a through hole (hereinafter referred to as 
Through Hole 1) is necessary for the application of Known Technique 1 and a through 
hole (hereinafter referred to as Through Hole 2) other than Through Hole 1 is necessary 
for the application of Known Technique 2. 

And Through Hole 1 and Through Hole 2 can only be formed either on overlapped 
positions or separate positions. Then, it can be considered that whether to form 
Through Hole 1 and Through Hole 2 either on overlapped positions or separate 
positions is a design item suitably chosen by those skilled in the art. 
Therefore, the inventions claimed in Claims 1 and 2 could have been easily contrived by 
those skilled in the art on the bases of Citations 1 to 5. 



In addition, the applicant claims that the inventions claimed in Claims 1 and 2 have 
inventive steps on the basis of the fact that Citations 1 to 9 have no description related 
to positions of a first through hole and a second through hole. 

However, it is clear from the above description that the first through hole and the second 
through hole can only be formed either on overlapped positions or separate positions. 
And, whichever positional relationship is chosen, there is no difficulty in the choice. 
Therefore, even if Citations 1 to 9 have no description related to the positions of the first 
through hole and the second through hole, that fact cannot be the ground of 
acknowledging the inventive steps of the inventions claimed in Claims 1 and 2. 

(2) Claims 3 to 8 

The inventions claimed in Claims 3 to 8 neither have inventive steps for the reasons 
described in (1) and the Notification of Reason for Rejection dated February 22, 2007. 

(3) Claims 9 to 11 

No reason for rejection is currently found in the inventions claimed in Claims 9 to 11. 

End 



If the applicant has any argument against this decision, the applicant may request the 
Director-General of the Patent Office for a trial within 30 days (or 90 days if the 
applicant is resident abroad) of the mailing date of this Official Action (Article 121, 
paragraph 1 of the Patent Law). 

(Suggestion on the basis of Article 46, paragraph 2 of the Law on Suits Against the 
Government) 

For this decision, an action for cancellation can be made only for the decision on appeal 
regarding the demand for appeal about this decision (Article 178, paragraph 6 of the 
Patent Law). 
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